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PATENT 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In Re Patent Application of: 


Stephen W. Rose . 


Serial No.: 09/599,269 


Group Art Unit: 1724 


Filed: 


June '22, 2000 


Examiner: Marianne S. Ocampo 


Title: ANNULAR PLEATED FILTER CARTRIDGE ) 
FOR LIQUID FILTRATION APPARATUS ) 

DECLARATION OF STEPHEN W. ROSE UNDER 37 CFR 61.131 

I, Stephen W. Rose, hereby declare as follows: 

1. I am inventor of patent application Serial No. 09/599,269 ("my '269 application") 
directed to an annular pleated filter cartridge with an annular non-woven filter element 
characterized in that it is a non-perforated non-woven material of flash-spun plexifilamentary 
high-density polyethylene fibrils, the filter material having a pressure drop of less than 4 psid at a 
flow rate of 10 gal/hr and a filtration efficiency of at least 98% of 1-2 micron particulates at a 
pressure differential of 30 psid - e.g., a Dupont Tyvek material. 

2. I became aware of Patent No. 65143,106 (Shane) after citation thereof during the 
Patent and Trademark Office (PTO) examination of my '269 application. Such patent is referred 
to herein as ''the Shane ' 106 patent" and its application as "the Shane patent application." As can 
be seen from the Shane 4 106 patent, the Shane patent application was filed on February 8, 1 999. 

3. Prior to February 8, 1999, as set forth in detail below, the invention of my '269 patent 
application was conceived and reduced to practice by me in connection with my research and 
development work for Oberlin Filter Company ("Oberlin"), assignee of my '269 application, as is 
supported by the specific facts set forth below and the attached supporting documents which are 
identified herein and form parts of this declaration. 
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4. More specifically, well prior to February 8, 1999, 1 conceived the claimed annular 
pleated filter cartridge. Such conception was be/ore the redacted date of Exhibit A hereof which 
«. a true and correct copy of the front and back pages of notes I took in connection with a meeting 
related to steps toward development of my conceived invention. As show* by the redacted date 
of Exhibit A, such meeting, which was attended by Kevin Hazen and Jeff Sodemann both of 
Epic Resins, Palmyra, Wisconsin, Tony and Chris Gorence, both of Converted Products Inc 
Milwaukee, Wisconsin, and myself, was long before February 8, 1999. Two other dates'redacted 
from ExhibitAare also long before February 8, 1999. Exhibit A does not describe the invention 
which I had conceived, but touches on development-related issues pertaining thereto. 

5. My early conception date is further and more specifically evidenced by Exhibit B a 
true and correct copy of a document entitled "Request for Quotation - Custom Products" that 
was completed by me on a form provided by Keystone Filter Division (hereinafter "Keystone") 
Keystone isacustom fabricator that was retained by me specifically for the purpose of reduction 
to practice, under my instructions, of the invention I had conceived. 

6. The date of Exhibit B (which is redacted from the document) is later than the date of 
Exhibit A, but is well before February 8, 1999. As seen on Exhibit B, in my request for custom 
fabrication work as part of my research and development: (a) I refer to a < W appIi cation - (b) I 
inAcate that Oberlin would supply the media (by stating, "We would supply the media to be 
pleated, then assembled into cartridges."), and (c) I specify that "TYVEK" would be such media 

7. I had the TYVEK material noted in Exhibit B and such material was within the scope 
of my present <269 application. The annular pleated filter cartridge as conceived by me had: 

• each and every element and characteristic of the independent claims (i.e., claims 1 and 
23) of my '269 application (as filed and pending); 

• each and every element and characteristic of at least most of the dependent claims 
including claims 2-9, 20-22 and 28-3 1 , many of which are further characterizations of 
the nature of the TYVEK material of the inventive cartridge; and 

• the characteristics added by dependent claims 12and 18-19. 
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8. Pursuant to my requests), on information and belief, at least one hand-made custom 
annular pleated filter cartridge was made for me by Keystone pursuant to my instructions and 
provided to me for testing. Such cartridge(s) had each and every characteristic of the claims of 
my '269 application as noted above. I received such hand-made cartridge(s) made pursuant to 
my instructions during the period subsequent to the redacted date of Exhibit B but still well 
before February 8, 1999. Attached as Exhibit C is a true and correct copy of a photograph which, 
on information and belief, is of the hand-made inventive annular pleated filter cartridge referred 
to in this paragraph. 

9. I tested the hand-made inventive annular pleated filter cartridge that had been made 
pursuant to my instructions and found that it functioned. However, while such annular pleated 
filter cartridge worked, it was insufficiently acceptable to be manufactured for commercial 
introduction. Therefore, I determined at that time that it was necessary to continue with 
Oberlin's research and development efforts, which we did. 

10. As a part of Oberlin's contacts with the fabricator regarding improving the inventive 
cartridge to make it acceptable as a commercial product, and well before acceptable commercial 
quality was obtained, the fabricator sent me a "quotation" for custom annular pleated filter 
cartridges in various sizes and quantities. A true and correct copy of such Keystone document is 
attached as Exhibit D. The dates of such quotation and of its receipt by us, both of which were 
redacted from Exhibit D, are well before February 8, 1 999. 

1 1 . While Keystone's "quotation" (Exhibit D) does refer to quantities of custom 
cartridges, and while this provided Oberlin an idea of what its potential supplier's pricing might 
be when and if commercial development reached completion, the inventive product was in fact 
still in a developmental stage at that time - not ready for commercial introduction. My intention 
at that time was to obtain the developmental annular pleated filter cartridges only in small 
quantities sufficient for further functional testing purposes. 

12. This developmental intention is supported by the fax I sent to Keystone a few days 
later, a true and correct copy of which is attached as Exhibit E. The date of Exhibit E is redacted, 
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as arc a number of handwritten dates (a total of eight) within certain handwritten notes on such 
document referring to various developmental activities and dates. The development nature of 
fte project during the period spanned by the redacted content dates of Exhibit E is indicated by 
my references in the typewritten portion of such document to the "need to have some details of 
the cartridge construction clarified ... " and to "our [Oberlin's] current purposes.' 

13 The developmental nature of the project at that time is also seen by the handwntten 

of time by Keystone's Chris Donatelli, including the handwritten reference to planned "testing" 
and the handwritten reference indicating that Oberlin "eventually will sample 10, 20 & 30" 

cartridges" (emphasis added). 

14 The redacted date of Exhibit E and all of the redacted handwritten note dates are 
before February 8, 1999, the last such redacted date being in late January 1999. The redacted 
todwritten dates proceed chronologically down the page, .he earliest l*ing above the others mi 
the latest beingne^thebottomofthe page. Exhibit E and its contents reflect the continued 
diligent, on-going development activities from long prior to February 8, 1999 right up to 

February 8, 1999, and thereafter. 

15 AttachedasExWbitFis.traeandcorrectcopyofanOberlmformentitled Order- 
reflecting a further request I made on March 1 1, 1999 to me fabricator for additional samples of 
me inventive annular pleated filter cartridge of this invention. This was done in connection wtth 
our on-going research and development effort referred to above. As can be seen, the order was a 
zero-price order for two custom samples of such cartridges. 

16 As indicated by Exhibit F, the two developmental samples were shipped by the 
fabricator on March 27, 1999. Such additional samples were samples which functioned and, as 
with regam to the earUer-made cartridge in accordance with m, invention, had each and ev«y 
chafKteristic of the claims of my "269 as noted above. After receiving such samples, research 
and development efforts continued toward m annular pleated filter cartridge of coromercrally 
acceptable quality. 
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17. Prior to the dates of Exhibits D-F, Steven L. Hughes was employed by Oberlin, and 
thereafter Steven L. Hughes assisted me in connection with the development efforts. 

1 8. All of the work that we did or that was done under my direction was done in the 
United States. 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; I further declare that these 
statements are made with the knowledge that willful false statements and the like are punishable 
by fine or imprisonment, or both under 1 8 USC § 1001 and that such willful false statements may 
jeopardize the validity of the application or any patent issuing thereon. 
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for Quotation — Custom Products 

jifus pgp is provided forrnuttiplaW Please make a photocopy first Then fiUtnafl information and fax 
competed form to 21S-997-1839. " 


General Information 
Your Name iSt^pm^ fc p^y 
Cbrnpany OflFfcLiM fi. Tf1 t_ 


Oate 


Job Function f?^D 


MailinaAddress 4ftrt P.^r G> tl cr 


Department Js,^ 


Telephone Hih |s»4?-H9qO FAX 


. e-mail 


This application is : 0f New CI Existing 

Product Desired is: ^Pleated RJter Media ^Filter Cartridge n Other 

Application is: O Air ^Liquid Flow Direction is: Olnslde-Out ^Outside-ln 

Row Rate Required is: CFM/GPM 

Filter Efficiency Required is: '■_ % reduction of micron particles 

Description of Application: — *smfic* re, A-r ? u ^A.-r*rs tUj?A 

AViT^ftuKn itiro. -' ^ foiiO^ A 

Typeof MedjaPesired Is: jj ':'■: ; . - Ty x/gJC' _ 

. OR.. CJ Manufacturer's Choice '. 


Cartridge Dimensions 

6.D.; _ 

1.0/4: i_. 

Height . 


Glue Bead Separation: 
Inner Filter Support 
Outer Filter Support 
End Cap Type: 


□ None 

j^Yes 

p*Yes 


O Intermittent 
□ No 
DNo 


Pleated Element SpfKlfcations 

Media Width ' : _ 

Number of Pleads. 

Depth of Pleat J 

□ Continuous 

Type: -So^is jso*_t ^ A-~^ f 
Type:^^,^\ 1W 


Annual Quantity Required:, 1 j^l^ y^ 
Additional Information: < ' ' ' > i 


Release Quan% Required: 


All information provided wB) be handled In the strictest confidence. 
Sketches, drawings or samples may be helpful. 
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Keystone Filter Division 

2385 North Perm Road, Hatfield, PA 19440, (800)822-7863. FAX(21 5)997-1 839 
# - tifteraekoysiohe-fttier-com; Weo Site: htip://www.trxwa^ 
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SS5K Keystone Fitter Division 

2385 NORTH PENN ROAD • HATFIELD, PA 19440 • (215) 822-1963 • FAX: (215) 997-1839 • e-mail: filters@keystone-filter.com 


ITEM 

KEYSTONE P/N 

DESCRIPTION 

Quantity 



Oberlin Filter 

500 

1,000 

5,000 

10,000 


Quote 

Industrial Cartridge with customer supplied 







media, slit to 31 .0". 







Keystone to perform the following: 







1) Pleating 







2)Cut to length. 







3) Seam pleated media 







4)lnsert Keystone supplied core and outer 







natural polypropylene net sleeve. 







5)Adhere Keystone supplied end caps. 







Includes EPR O-rings 












1a 

Quote 

226 Style / Fin end caps - 10.0" OAL 

$9.95 

$9.87 

$9.42 

$9.18 

1b 


226 Style / Fin end caps - 20.0" OAL 

$13.02 

$12.94 

$12.38 

$12.05 

1c 


226 Style / Fin end caps - 30.0" OAL 

$14.04 

$13.95 

$13.35 

$13.00 








2a 

Quote 

222 Style / Open end caps - 10.0" OAL 

$9.51 

$9.43 

$9.00 

$8.77 

2b 


222 Style / Open end caps - 20.0" OAL 

$11.53 

$11.45 

$10.94 

$10.66 

2c 


222 Style / Open end caps - 30.0" OAL 

$13.62 

$13.54 

$12.95 

$12.62 

















Quote subject to review after 90 days 







Lead Times - 3 to 6 weeks 







TERMS -TBD / FOB HATFIELD PA 







+/- 10% ONI C.l ISTOM RHIPMFNTS 
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fOlerlin Filter Company 

404 Pilot 
F~; 414/547-4900 


FAX COVER SHEET 


FAX NUMBER TRANSMITTED TO: 215/822-1963 

To; Chris Donatclli 

Of: Kcyatoji^Fi ftcr Division 

From:.. ' . ObcrlSn Filter Company 

Client/Matter; Cartridge quotation 

Date; 


COMMENTS: Thank you for your quotation, I would like to request a visit in October. I would 
be accompanied by a DuPont representative, Dr. Ernest Mayer. We would like to discuss this 
matter further. Wc need to have some details of the cartridge construction clarified and 1 believe 
a meeting would be the most expeditious for our current purposes. 

Al your earliest convenience, please let me know if this could be arranged. 
Thank you Stephen Rose. 

t^C-e * erf 
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U> lJ „ Exhibit E 


to**/ , 


m NOT COUNTING COVER ^HEBT. IF YOU DO NOT RECEIVE ALL PAGHS. PLEASE l"EL£PHONr US 
IMMEDIATELY AT. 


5jyth*r- Ac - Cy;/i ^no-vt/ /wt .c<sU/- 



SOLO 

TO: KEYSTONE FILTER DIV 

2383 NORTH PENN RD 
HATFIELD PA 


SHIP TO: (IP OTHEH THAN "SOLO TO"; 


OBERLlN FILTER CO. 

404 PILOT CT. 
WAUKESHA, HI 53183 


QTY. 
OftDCREP 


19440 

murrnm .cccted y/o . valid author izat ton „ cfllL 


QTV 

_sM)ppeo 


CUSTOM SAMPLES 
**SHIP ASAP 


SAMPI.E2 
SAMPLE1 


PRODUCT NUMBER 


DESCRIPTION 


U/M 


gO' 226 OPPN END CART 
226 FIN END. CART 


FA 


UNIT PRICE 


0. 000 
0.000 


0000 
,0000 


ng r AMOUNT 


0,00 
0,00 


^ TOTAL [ 
^ QUANTITY 



yX\„ ok.-.-} 
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77 


See reverse for Terms and Condition* of Sale 
ORIGINAL ORDER 


Exhibit F 


ORDER 
TOTAL 


00 


9 /S # 


S890 ZfrS 39£! 


'oo aanid ns laaao^vso: 


t L : 30-03-9 


